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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 24 August 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) H Claim(s) 1^6 is/are pending in the application. 
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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 8/24/2005 has been entered. 

2. Claims 1-6 are currently pending in this application. None of the claims has been 
amended in this Paper. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 1-3 and 5-6 are rejected under 35 U.S.C. 102(e) as being anticipated by Sasongko 
(US 2003/0124347). 

Sasongko teaches a two-layered adhesive film for bonding non-polar materials to polar 
materials in footwear assemblies which comprises an inner thermoplastic polyurethane based 
adhesive adapted to bond to a polar material and an outer ethylene copolymer based adhesive 
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adapted to bond to a non-polar material. The outer adhesive is interfaced with the inner adhesive. 
(See abstract). The two adhesive layers are interfacially bonded by coextrusion (see 0007). 

Sasongko further teaches the outer adhesive layer comprising acid or acrylic or anhydride 
modified ethylene copolymers; while the inner adhesive layer comprising thermoplastic 
polyurethanes or polyurethane acrylates and polyesters (see 0012-0013). 

Sasongko teaches the non-polar material being ethylene copolymer (see claim 7). 

Sasongko further teaches each of the adhesive film having a thickness of between about 
0.0005 to abut 0.005 inches (see claim 10). 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sasongko as 
applied to claims 1-3 above, and further in view of Strickland et al. (US Pat. 5,820,719). 

Sasongko is as set forth in claims 1-3 above and incorporated herein. 

Sasongko teaches the polar material to be leather or fabric (see 0013). However, 
Sasongko does not teach the polar material to be synthetic as recited in the instant claim. 

Strickland teaches the use of leather, fabric, or synthetic as alternatives as the polar 
material in the upper (see col. 2, In. 26-27). Therefore, it would have been obvious to one of 
ordinary skill in the art, at the time the invention was made, to have employed a synthetic 
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material, such as PVC or urethane, as taught by Strickland, in the invention of Sasongko. The use 
of PVC or urethane material would have given the same effects because Strickland teaches that 
the thermoplastic polyurethane adhesive would work as equally well with PVC or urethane as 
with leather or fabric. 

Response to Arguments 
7. Applicant's arguments filed 8/24/2005 have been fully considered but they are not 
persuasive. 

Applicant argues that Sasongko '347 differs from the presently claimed invention 
because the reference's invention is strictly limited to the polar material being leather and fabric, 
whereas in the Applicant's invention the polar material are PVC, polyurethane, polyamide, or 
polyester. However, as recited in instant claim 1, the limitation "the polar materials such as PVC, 
polyurethane, polyamide, or polyester" indicates that the polar materials include PVC, 
polyurethane, polyamide, polyester, and other polar materials. In short, the claim language is 
open to the inclusion of other polar materials, such as leather and fabric. 

Applicant further contends that Sasongko '347 teaches a different adhesive because it is 
used to bond materials such as leather or fabric, and not polymeric materials. However, 
Sasongko l 347 does teach a two-layered adhesive film for bonding non-polar materials to polar 
materials, comprising the same compositions as recited in the presently claimed invention. Thus, 
what Sasongko '347 teaches anticipates the presently claimed invention. 

Furthermore, as to the use of the adhesive in bonding, it has been within the skill in the 
art that a recitation of the intended use of the claimed invention must result in a structural 
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difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the intended use 
must result in a manipulative difference as compared to the prior art. See In re Casey, 370 F.2d 
576, 152 USPQ 235 (CCPA 1967) and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 
(CCPA 1963). 

8. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, Strickland is used to illustrate that leather, fabric, and synthetic materials, 
such as PVC and polyurethane, have been taught in the prior art as alternative polar materials in 
the upper, which is adhered to a polyurethane film. Thus, the combination of Sasongko and 
Stricland is proper. 

Contact Information 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thao T. Tran whose telephone number is 571-272-1080. The 
examiner can normally be reached on Monday-Friday, from 9:00 a.m. - 5:30 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



tt 

September 6, 2005 




tHAOTTRAN 
PATENT EXAMINER 



